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Christian Louboutin v. 
Yves Saint Laurent

• French footwear designer Christian 
Louboutin filed suit against luxury design 
house Yves Saint Laurent over YSL’s sale of 
four models of shoes

• Louboutin asserted trademark infringement, 
false designation of origin, unfair 
competition and trademark dilution under 
the Lanham Act, as well as various state law 
claims

• YSL counterclaimed seeking to cancel 
Louboutin’s trademark registration

Background of the Case
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Louboutin’s Registration

Louboutin’s Footwear
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Source: Wikipedia
Licensed under the Creative Commons CC-BY-SA 3.0 Unported License 

Louboutin’s Footwear
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YSL’s Monochrome Footwear

• 1. Whether Louboutin’s mark is entitled 
protection under federal trademark law

• 2. Whether YSL’s use of the mark is 
likely to cause consumer confusion

Two-Prong Analysis
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• In order for color to be protectable as a 
trademark, the color must acquire 
“distinctiveness” by developing 
“secondary meaning” in the minds of 
consumers

• Color must not be “functional”
• Examples of Protectable Color:  Green-

gold dry cleaning press pads (Qualitex); 
Pink insulation (Owens-Corning)

Color as a Trademark

• Denied Louboutin’s motion for preliminary 
injunction

• Red sole is aesthetically functional.  It 
gives the shoes “energy” and makes 
them “engaging” and “attractive.”

• If Louboutin’s red sole mark were valid, it 
would cast a cloud over the entire fashion 
industry, cramping what other designers 
could do

District Court
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• Red sole, when applied to a shoe 
having an “upper” of a different color, 
has acquired “secondary meaning” 
and is therefore “distinctive”

• Red sole is not aesthetically functional

• However, because YSL’s shoes are 
monochrome, they do not infringe

Court of Appeals

• Single color can serve as a protectable 
trademark, even in the fashion industry

• Consider whether you have products 
with a protectable color scheme and 
whether you should file a trademark 
application

Conclusion



8

• Christian Louboutin, S.A., et al. v. Yves 
Saint Laurent America, Inc., et al., 778 
F.Supp.2d 445 (S.D.N.Y. 2011)

• Christian Louboutin, S.A., et al. v. Yves 
Saint Laurent America Holding, Inc., et 
al., 696 F.3d 206 (2d Cir. 2012)

More on This Case

Apple v. Samsung
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• Apple filed suit against Samsung alleging 
infringement of 3 utility patents, 4 design 
patents, and registered and unregistered 
trade dress – all relating to Apple’s 
smartphone and tablet technology

• Samsung counterclaimed alleging 
infringement of 5 utility patents – all relating 
to Samsung’s smartphone and tablet 
technology

• Several other suits pending worldwide

Background of the Case

• Design patents protect the way an 
article looks – its ornamental 
appearance, shape and configuration

• Utility patents protect an article’s 
functionality – the way it is used, 
works, manufactured or its 
composition of matter

Design Patents vs. Utility Patents
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• Much of the evidence and argument 
focused on Apple’s design patents

• In ruling on Apple’s motion for 
preliminary injunction, the district court 
judge noted: “It is the design patents 
that are at the core” of the case

Apple’s Design Patents 
Were the Focus

• Whether an ordinary observer, familiar 
with the prior art designs, would reach 
the conclusion that the patented design 
and the accused infringing design are 
substantially the same

• Substantial similarity: the resemblance 
between the two designs is such as to 
deceive an ordinary observer, inducing 
him to purchase one supposing it to be 
the other

Standard for Design 
Patent Infringement
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Apple’s D504,889 v. 
Samsung’s Galaxy Tab 10.1

Apple’s D593,087 v. 
Samsung’s Galaxy S 4G



12

Apple’s D618,677 v. 
Samsung’s Galaxy S 4G

Apple’s D604,305 v. 
Samsung’s Galaxy S i9000
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• “Bounce-Back Effect” 
(US Patent No. 7,469,381)

• “On-screen Navigation” 
(US Patent No. 7,844,915)

• “Tap To Zoom” 
(US Patent No. 7,864,163)

Apple’s Utility Patents

Apple’s Trade Dress
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• Case was tried before a jury in July-
August of 2012

• The jury found all 5 of Samsung’s 
asserted utility patents to be valid but not 
infringed

Jury’s Verdict

• The jury found 3 of the 4 Apple design 
patents to be valid and willfully infringed

• The jury found all 3 of Apple’s asserted 
utility patents to be valid and willfully 
infringed

• The jury found Apple’s registered and 
unregistered trade dress for the iPhone’s 
shape and appearance to be protectable 
and willfully diluted

Jury’s Verdict
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• Apple sought $2.5 Billion in damages
– $2 Billion for design patent and trade 

dress infringement (Samsung’s estimated 
profits)

– $500 Million for utility patent infringement

• The jury awarded Apple $1.05 Billion in 
damages

Damages Award

• Design patents are not likely to be as 
undervalued as they have been 
historically

• Recognizing that design patent rights 
can have teeth, companies should be 
motivated more than ever to secure 
more design patents

Impact of Jury’s Verdict
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• Design patent applications require only 
a single claim and drawings

• No maintenance fees are required for 
design patents over their 14 year term

Design Patents are 
Less Expensive

• Design patents have an allowance rate of 
nearly 90%, compared to utility patent 
allowance rates of about 50%

• Over 80% of design patent applications 
are allowed without rejection

• Over 50% of design patent applications 
are allowed less than one year after filing, 
with an average pendency of around 16 
months

Design Patents are Easier 
to Obtain



17

• 35 U.S.C. § 289 allows a patentee to 
recoup the total profits made by the 
infringer

• Damages for utility patent infringement 
are generally limited to the value 
associated with the patented feature –
not the entire value of the infringing 
article

Design Patent Damages

• Give more consideration to whether 
you have design patent rights that can 
be exploited

• Be mindful that others are likely doing 
the same

Conclusion
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© Husch Blackwell LLP

Questions?

© Husch Blackwell LLP

How to Make Sure You Own 
Your Intellectual Property

By: Kris Kappel
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© Husch Blackwell LLP

Owning Your IP

As you have individuals create intellectual 
property for your business, how do you 
ensure that you own the rights to that 
intellectual property?

Scenario 1

A person creates an instructional text for 
use at your company for training new 
employees.
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Scenario 2

A person develops software for a mobile 
application for employees of your 
company to check inventory.

Scenario 3

A person creates printed marketing 
materials, a website and a trademark for 
your company.
• Marketing materials have text and photos

• Website includes a design, text and photos

• Trademark has a design element
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Ownership Basics

• Ownership of a copyright vests initially in 
author of a creative work

• Ownership vests automatically at the moment 
the work is fixed in a tangible media

Work for Hire (Copyright)

• A work prepared by an employee within the scope of 
his/her employment (i.e., it was part of the job duties 
of the creator to create the work)

• A work specially ordered or commissioned for use as 
a contribution to a collective work, as a part of a 
motion picture or other audiovisual work, as a 
translation, as a supplementary work, as a 
compilation, as an instructional text, as a test, as 
answer material for a test, or as an atlas, if the 
parties expressly agree in writing
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NOT a Work for Hire 

• A Work for Hire is NOT hiring an independent 
contractor and paying them to create a work for 
you

• Impact of no written agreement is no ownership 
of that intellectual property

Inventions

General Rule 

An invention is owned by its creator:
• Even if the invention was conceived and reduced to 

practice during the term of the inventor’s employment

• Unless, there is an agreement in writing assigning 
ownership (assignment agreement or employment 
agreement)
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Hired to Invent (Patent)

• Obligation of an employee to assign invention 
if hired to solve a specific problem or exercise 
“inventive faculties”

• Must review circumstances of the 
employment reflect an agreement (explicit or 
implicit) that employee assigned rights to 
employer

Shop Right Doctrine (Patent)

• An employee has used the employer’s time, 
materials or equipment in creating the patented 
invention 

• Employer may have a right to use the invention

• Can last beyond the employee’s term of employment, 
but expires along with the patent at the end of its 17 
year term 

• Not an ownership right, but a defense against an 
employee’s allegation of patent infringement
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Scenario 1

Employee

• Hired to create training 
materials

• Hired in the marketing 
department

• Hired as CEO

Independent Contractor

• Hired to create training 
materials

Scenario 2

Employee

• Hired as a general 
software developer 

• Hired in the marketing 
department

• Hired as CEO

Independent Contractor

• Hired to develop a  
specific software 
application

• No written contract but, 
IC:
– Develops the software
– Provides software to hiring 

party
– Intends for its display and/or 

distribution
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Scenario 3

Employee

• Hired in the marketing 
department

• Hired as a general 
software developer

• Hired as CEO

Independent Contractor

• Hired to create marketing 
and website materials

© Husch Blackwell LLP

How Do You Make Sure You Own 
Your IP?

• Implement processes that anticipate IP 
ownership and be proactive:
• Employee Agreements 

• Some countries and states (including KS) have 
necessary assignment language for these type of 
agreements

• Independent Contractor Agreements

• Assignment Agreements

• Recordation with USPTO/Copyright Office
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Other Considerations

• Government Funding

• Third Parties

• Licensing

• Title to IP for Investment Deal

• Ownership for Litigation Purposes

© Husch Blackwell LLP

Government Funding

If you receive government funding for any 
of your research or development work, 
make sure you understand the rights and 
obligations relating to any IP associated 
with this work.  
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© Husch Blackwell LLP

Government Funding

• The federal US government retains 
certain rights to IP supported by 
government funding

• You have to comply with specific 
reporting obligations and take 
appropriate steps to proactively elect 
title to the IP

© Husch Blackwell LLP

Government Funding

Data vs. Patent Rights
• May have to publicly make data 

available

• May retain patent rights related to 
government-funded work
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Third Party Materials

• Name and Likeness of Others
− Obtain a release and ability to edit/modify

• Stock Photos
− Carefully review the rights and restrictions for use of Stock 

Photos (free or paid)

• Open Source Code
− Carefully review the rights and restrictions for use and 

incorporation of Open Source Code

© Husch Blackwell LLP

Third Party Collaborations

• It is essential to carefully define IP 
ownership rights and obligations 
before any work is created or 
inventions are made

• Ownership based on inventorship

• Joint ownership
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© Husch Blackwell LLP

Third Party Collaborations

• Try to anticipate the types of inventions arising out 
of the collaboration

• Retain ownership or control of IP that relates to 
your core business goals

• Clearly define fields of interest and retain 
ownership of any IP that relates to your field

• Cross-licensing provisions 

• Provisions providing some control over or input in 
prosecution and enforcement

© Husch Blackwell LLP

Acquisitions or Venture Capital Deals

• Any uncertainty relating to IP 
ownership can delay or terminate a 
deal, or significantly decrease its 
valuation

• If you are the buyer, perform the 
necessary due diligence and title 
searches on the seller’s IP 

• File follow-up assignment documents
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© Husch Blackwell LLP

Litigation

• Need ownership rights to enforce IP in court

• In the US, you must have ownership of a patent to 
sue a third party for patent infringement

• In the US, you must have a registered copyright 
to sue a third party for copyright infringement and 
you must have ownership to register a copyright

© Husch Blackwell LLP

Additional Examples

Protecting Your IP
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Example 1

Questions to Ask:

(1) Is there an independent contractor 
agreement in place and, if so, does it 
address ownership of potential 
copyrightable works? 

(2)Does the language of the contract 
satisfy the requirements for ownership in 
the country?

(3)Does the contractor own any of the IP 
needed to operate the website (for 
example, the underlying software code)? 

Problem: If you engage 
a software developer to 
create a website and you 
pay that person, then 
who owns the copyrights 
in the website?

Example 2
Questions to Ask:

(1) Is there an employment contract in place 
and, if so, does it address ownership of 
potential inventions? 

(2) Does the language of the contract satisfy the 
requirements for ownership in the country 
and/or state where the employee is working?

– In the US, it is important to include both an 
agreement to assign inventions as well as an actual 
assignment of inventions

– In Kansas it is important to use specific wording from 
the Kansas statute related to employee inventions

(3) Does the employee have prior obligations 
relating to potential inventions (for example, 
relating to a particular area of technology)? 

Problem: If a scientist or 
engineer employed by 
your organization invents 
something, then who 
owns the patent rights?
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Example 3
Questions to Ask:

(1) Is there an independent contractor 
agreement in place and, if so, does it 
address ownership of potential 
inventions? 

(2)Does the language of the contract 
satisfy the requirements for ownership in 
the country where the work is taking 
place?

(3)Does the contractor have prior 
obligations relating to other 
organizations (such as other companies 
or academic institutions)? 

Problem: If you engage 
a consultant or scientific 
adviser, then who owns 
the patent rights?

© Husch Blackwell LLP

Questions?
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© Husch Blackwell LLP

Business and Legal Issues in 
Cloud Computing

By: Wade Kerrigan

The National Institute of Standards and Technology defines “cloud 
computing” as “a model for enabling convenient, on-demand 
network access to a shared pool of configurable computing 
resources (e.g., networks, servers, storage, applications, and 
services) that can be rapidly provisioned and released with minimal 
management effort or service provider interaction.” Essentially, it is 
internet-based computing, in which different services are delivered 
to an organization's computers and devices through the Internet. 
Cloud computing often means that a company’s data and other 
proprietary information stored outside the company’s firewall. 
Examples of cloud services include online data storage and backup 
solutions, Web-based e-mail services, and hosted office suites.

What is Cloud Computing? 
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Multiple networks and large groups of 
servers with specialized connections to 
spread data-processing chores across them

How Does it Work?

• On-demand self-service
• Broad network access
• Resource pooling
• Rapid elasticity
• Measured service

NIST Description: 
The Five Essential Characteristics of the 

Cloud Model Developed by NIST are:
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NIST’s Three “Service Models”

• Software as a Service
• Platform as a Service
• Infrastructure as a Service

NIST’s Four “Deployment Models”

• Private cloud
• Community Cloud
• Public Cloud
• Hybrid Cloud
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Private Cloud
Services are provided over a cloud computing 
platform that is implemented within the 
company’s corporate firewall, under the control 
of the company’s IT department

Public Cloud 
Services made available to users on demand 
via the Internet from the vendor’s servers as 
opposed to being provided from the client’s 
own on-premises servers

Hosting Options

Community Cloud

• A structure used by a community of 
users from a particular organization or 
association

• May be owned, managed, and operated 
by one or more of those organizations, a 
third party, or some combination or may 
exist on or off premises



37

Hybrid Cloud

• A cloud that combines two or more cloud 
deployment models (private, community or 
public) 

• Cloud model includes proprietary technology 
that enables proprietary information and 
application portability

Is the vendor hosting the system or is a 
third party agent of the vendor actually 
running the server?  In either example, a 
third party controls, and has access to, 
your proprietary information.

Who is Hosting?
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• Security warranty? Security policy?
• Confidentiality Provisions – Include a 

standard higher than “reasonable” care
• Audit – either SAS 70 or SSAE 16 (newer 

standard)
• Industry standard security requirements 

should be in policy and met in audit
• If there is a third party host, there is no 

privity of contract
• Third party outages

Security and Confidentiality Issues

• 99% availability
• When is scheduled maintenance? 

How often?
• Credits for downtime? 
• Other damages if severe downtime?
• Online support? 
• How frequent? 
• Turnaround? 
• Fixes? 

Uptime/Downtime Issues
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• Jurisdiction – identifying the courts that 
may have jurisdiction over proprietary 
information

• Where does the proprietary information 
physically reside?

• Who has responsibility for the proprietary 
information?

Potential Legal Issues

Potential Legal Issues

• Multiple, different national data protection 
regimes

• EU Data Protection Directive – Prohibits 
transferring personal information to countries 
that do not provide the same level of 
protection for EU residents (such as the 
U.S.) 

• Electronic Protected Health Information 
under the federal Health Insurance Portability 
and Accountability Act (HIPAA)
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Other Legal Issues

• Antitrust
• Bankruptcy
• Discovery of Trade Secrets
• Trademark and Geographic Scope
• Copyright

© Husch Blackwell LLP

Questions?



41

© Husch Blackwell LLP

BREAK

© Husch Blackwell LLP

Revised Post-Grant Proceedings 
and Strategic Comparison

By: Bob Bowman
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Post Grant Proceedings 
Effective September 16, 2012

• Ex Parte Review

• Post-Grant Review

• Inter Partes Review

• Transitional Program for Covered 
Business Method Patents

Ex Parte Reexamination

• A proceeding at the Patent Trial and Appeal 
Board to review the patentability of one or 
more claims of an Issued Patent

• Basis of Challenge: Only §102 (Anticipation) 
or §103 (Obviousness)

• Initiated by Any Person, Including Patent 
Owner

• Time Limit:  None, Can be Requested Any 
Time During the Life of the Patent
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Ex Parte Reexamination

• Evidence:  Patents and Printed 
Publications

• No limits in the length of the request

• Estoppel:  None

• Fee: $17,750 for up to 20 Claims and 3 
Independent Claims

Inter Partes Review
• New Trial-like proceeding at the Board to review 

the patentability of one or more claims

• Basis of Challenge:  Only §102 (Anticipation) or 
§103 (Obviousness)

• Evidence: Only Patents and Printed Publications

• Initiated by Third Party

• Time Limit:  Later of: (a) 9 months after the 
patent has been issued or (b) after termination 
of a Post-Grant Review
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Inter Partes Review

• Limited to 60 pages of Arguments per filing

• Estoppel:  All claims for any challenged 
patent claim that was raised or reasonably 
could have been raised

• Fee: $27,200 for up to 20 Claims

Post Grant Review
• New Trial-like proceeding at the Board to review 

the patentability of one or more claims of a 
patent filed under the First-to-File provision 
Effective March 16, 2012

• Basis of Challenge:  Virtually Any Ground except 
Best Mode.  Eg. Novelty, Obviousness, Written 
Description, Enablement, Indefiniteness, On-
Sale, Public Use.

• Initiated by Third Party

• Time Limit:  within the first 9 months after the 
patent has been issued
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Post Grant Review

• Evidence:  Anything on Paper and Opportunity to 
Cross-Examine Experts

• Limited to 80 pages of Arguments per filing

• Estoppel:  All claims for any challenged patent 
claim that was raised or reasonably could have 
been raised

• Fee: $35,800 for up to 20 Claims

Transitional Business Method
• Substantially Identical to a Post-Grant Review 

applied specifically to Claims for A Method or 
Apparatus for Performing Data Processing for 
carrying out a Financial Product or Service

• Basis of Challenge:  Any Ground for First-to-File, 
Limited Prior Art for First-to-Invent

• Initiated Only by Person Sued or Charged with 
Infringement of a Covered Business Method

• Time Limit:  All challenges must be brought by 
September 16, 2020
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Processes Available to Challenge 
Validity of Patent Claims

• District Court

• Ex parte reexamination

• Inter partes review

• Post-grant review

• Transitional Business Method 

Claim Construction

• Courts use a narrower claim construction 
and claims cannot be amended

• USPTO Proceedings use “broadest 
reasonable construction” for claims and 
permit amendment
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Types of Evidence

Forum Evidence
U.S. District Court Anything.
Ex parte reexamination Patents and Printed 

Publications.
Inter partes review Patents and Printed 

Publications.
Post-Grant review Anything that can 

be put on paper.

Burden of Proof

Forum Burden
U.S. District Court Clear and Convincing 

Evidence.
Ex parte reexamination Preponderance.

Inter partes review Preponderance.
Post-Grant review Preponderance.
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Competence of the Tribunal

Forum Core Competency
U.S. District Court Civil Procedure
Ex parte
reexamination

The technology at 
issue.

Inter partes review Patent law and, for at 
least one judge, the 
technology at issue.

Post-Grant review
Transitional business 
method

Speed of Decision

Forum Time 
U.S. District Court 12-48 months
Ex parte
reexamination

21 months

Inter partes review 18 months, with 
possibility of a 6 
month extension

Post-Grant review
Transitional business 
method



49

Cost of Proceeding

Proceeding Cost (approx.)
Court: < $1 million Half a million
Court: 1-25 million A couple million

Court: > 25 million A few to several 
million

Ex parte reexamination $45,000+

Inter partes in USPTO Half a million+ per 
filing

Takeaways

• District courts can be extremely expensive:
− Courts can handle extensive discovery and 

highly complex patents and patents with many 
claims; however, patents and technology are 
not core competencies
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Takeaways

• USPTO Proceedings
– Ex parte reexamination can provide an 

inexpensive challenge without estoppel 
problems

– Inter partes proceedings provide a good 
avenue for challenges that need modestly 
large resources, but at the risk of moderately 
broad estoppel

Being ready for an Inter Partes
Proceeding in the USPTO
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Goals

• Understand the nature of the new possible 
challenges against your patents

• Understand what will happen if a 
challenge is instituted

• Understand what actions will be needed to 
respond

• Understand how you can prepare ahead of 
time

Can this be done to my patents?

• As of September 16, 2012 any patent can 
be challenged by inter partes review if it 
has been issued for 9 months and is not 
the subject of a post grant review

• Post-grant reviews can be done on 
patents issued under first-to-file
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Financial Planning
• How are you going to handle the budgeting of 

an inter partes review? The USPTO 
estimates $322,000 total:
– Preliminary response: $34,000
– Patent Owner’s Reply: $47,600
– Depositions: (not estimated)
– Motions, Oppositions: $47,600 each
– Oral Argument: $6,800

• Above numbers assume average rate of 
$340 per hour. And they can be higher

Default Schedule
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Crisis Management

• You have less than 3 months to your first 
due date

• Have a plan for managing the inter partes 
review in place before it arises

• For each patent or application identify the 
business applicability of the patent (Also a 
good idea for other reason.)

• Identify possible experts prior to actually 
needing them

Get Stronger Patents

• Invest in a prior art search prior to filing a 
utility application
– File a provisional patent application to get 

your date against prior art
– Search for prior art
– Revise and file utility patent

• Best when it is anticipated that some other 
party will react negatively to the issuance 
of the patent
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After you are served…

• The patent holder needs to:
– Retain counsel

– Evaluate whether the patent is worth the 
expense of the proceeding

– Evaluate the petition, and decide if a 
preliminary response to prevent a trial is 
warranted (generally not)

Retaining Counsel
• The patent owner should have regular patent 

prosecution counsel already, but probably needs 
to be working with an experienced patent litigator 
− The trial includes cross-examinations (by 

deposition) that most patent prosecutors are not 
trained to take

− The trial has aggressive litigation scheduling that 
would be unfamiliar to most patent prosecutors

• The Husch Blackwell Patent Group has a number 
of experienced litigators who can complement the 
knowledge of the patent at issue of your 
prosecution counsel
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Estimate Cost and Judge Viability

• Total cost: $300,000-500,000 or more

• First reply: $50,000 or more

• Factors to consider:
– Likelihood of success on the merits;

– Value of the challenged claims to the 
business;

– The costs of settlement; 

– Possible patent owner estoppel

Preliminary Response

• The USPTO projects a 90% rate for 
instituting trials from petitions

• A substantive response, in general, is 
unlikely to stop institution of the trial
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Can we wait for the PTAB’s decision?

• Not waiting: as much as 6 months until 
initiation plus 3 months to response being 
due is maximum of 9 months: plenty of 
time

• Waiting for initiation: 3 months from 
initiation is very tight to conduct discovery 
and draft arguments

While Waiting for the PTAB

• Obtain experts (1 month)

• Consult experts (1-2 months)

• Plan Patent Owner’s Discovery (1-2 
months)

• You are really going to need the 3 months 
before the trial is instituted if you are going 
to respond on time 
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Takeaways

• Your patent can be challenged

• The challenge will require an immediate 
and substantial investment of time and 
money

• You need to be prepared ahead of time to 
make decisions

© Husch Blackwell LLP

Questions?
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© Husch Blackwell LLP

A Follow-up on the America 
Invents Act, Best Practices and 

Q&A

By: Bill Kircher
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© Husch Blackwell LLP

Questions?


